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FINAL ACTION 
Status of the Claims 

1 . This action is in response to papers filed 22 November 201 0 in wliicli claims 1 , 4- 
5, 8, 12, 19, 25, 28 and 55 were amended and claim 3 was canceled. The amendments 
add the enclosure of canceled Claim 3 to independent Claims 1 and 55. The 
amendments further define the enclosure as "attached to" the microarray chip. The 
amendments have been thoroughly reviewed and entered. 

The previous rejections in the Office Action dated 20 August 2010 are withdrawn 
In view of the amendments. 

Applicant's arguments have been thoroughly reviewed and are discussed below. 
New grounds for rejection, necessitated by the amendment, are discussed. 

Claims 1-2, 4-30 and 55 are under prosecution. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

3. Claims 1-2, 4-30 and 55 rejected under 35 U.S.C. 102(e) as being anticipated by 
Xing et al (U.S. Patent No. 7,767,438, filed 28 March 2003). 
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The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Regarding Claims 1-2, 4-30 and 55, all the element of the instant claims are 
taught and/or claimed in the '438 patent. The patent claims differ from the instantly 
claimed device in that the patent claims are further drawn to a microarray chip having 
projections In addition to the instantly claimed cover having projections. However, the 
additional projections of the patent are encompassed by the open claim language 
"comprising" of the instant claims. Therefore, the '438 patent anticipates the device as 
instantly claimed. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-2, 4-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Webb et al (U.S. Patent No. 7,332,328, filed 6 September 2002) in view of MacBeath et 
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al (U.S. Patent No. 7,063,979, filed 13 June 2002) or Oldenburg (U.S. Patent No. 
7,025,120, filed 31 January 2003). 

Regarding Claim 1 , Webb teaches a microarray device having a plurality of 
microarray areas (6) and a cover (12) having a plurality of projections (3) wherein a 
plurality of microarray reaction spaces are formed between the chip and projections and 
wherein the volumes of the reaction spaces are identical and controllable by the height 
of the cover and projections (Column 3, lines 4-23, Column 12, line 60-Column 13, line 
5 and Fig. 3A/B). It is noted that Webb teaches that microarrays are formed on the 
projections and/or bottom of wells (Column 3, lines 1 3-1 5). Webb further teaches that 
a pre-formed seal is placed at the base of each column and/or the opening of each well 
and/or around the periphery of the multi-well plate (Column 9, line 66-Column 10, line 
17). Webb illustrates the pre-formed seal (i.e. annulus (26/26a)) in figure 5. Webb 
further teaches the annulus prevents cross-contamination, minimizes evaporation and 
provides micro-environments and individual temperature control (Column 10, lines 11- 
1 7). The sealing enclosure of Webb appears to only differ from that claimed in that the 
reference teaches multiple seals forming the enclosure. That is, Webb uses a seal at 
the base of each column and/or the opening of each well and/or around the oeripherv of 
the multi-well plate (Column 9, line 66-Column 10, line 17). 

However, single-piece construction of enclosures for a plurality of microarrays 
was well known in the art at the time the invention was made as taught by MacBeath. 

It is further noted that the courts have stated "that the use of a one piece 
construction instead of the structure disclosed in [the prior art] would be merely a matter 
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of obvious engineering clioice" (see In re Larson, 340 F.2d 965, 968, 144 USPQ 347, 
349 (CCPA 1965) MPEP § 2144.04). 

Therefore using a one-piece construction for multiple seals of Webb would have 
merely been a matter of obvious engineering choice especially based on the well known 
use of single-constructed enclosures as taught by MacBeath. 

Alternatively, Webb teaches the device provides micro-environments and 
individual temperature control (Column 1 0, lines 1 1 -1 7). Oldenburg teaches a device 
comprising a plurality of reaction spaces (Fig 1) and a cover having a plurality of 
projections (Fig. 2) wherein an enclosure (gasket 26) is attached to the reaction spaces 
and cover thereby providing individual temperature control of individual wells by 
application or removal of heat via the projections (Column 3, lines 1 1-30 and Column 4, 
lines 54-67). It would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to apply the cover and gasket of Oldenburg to the 
device of Webb. One of ordinary skill in the art would have been motivate to do so for 
the expected benefit of providing means for controlling temperature within each reaction 
area as desired by Webb (Column 1 0, lines 1 1 -1 7). 

Regarding Claim 2, Webb teaches the device wherein the chip is a glass slide 
(Example 2, Column 20, line 7). 

Regarding Claim 4, Webb is silent regarding the thickness of the gasket. 
However, MacBeath teaches the gasket of 0.25-3mm (Column 8, lines 34-36) which is 
within the claimed range of 0.05 to 50mm. 
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Regarding Claim 5, Webb teaches the device wherein the gasl<et has a round or 
rectangular shape (Fig. 5). And MacBeath teaches the gasket is rectangular (Column 8, 
lines 1-22). 

Regarding Claim 6, Webb teaches the device wherein the cover has a through 
hole (50) for fluid delivery (Column 12, lines 32-54). 

Regarding Claim 7, Webb teaches the device wherein each projection has 1 -6 
through holes (Column 12, lines 49-54). The 96-well plate having 1-6 through holes is 
encompassed by the claimed range of 1 to 2,500. 

Regarding Claim 8, Webb teaches the projections have 1-6 through holes. The 
claim defines identical or different number of projections and through hole. The 
instantly claimed identical or different number encompasses any number of through 
holes per projection. Therefore, Webb anticipates the instantly claimed device. 

Regarding Claims 9-10, Webb teaches the through hole has a circular shape i.e. 
cross-sectional diameter of 500 \im (Column 12, lines 45-46). 

Regarding Claim 1 1 , Webb teaches the device wherein the number of projections 
and/or microarray areas are between 2 and 2500 (i.e. a standard 96, 384 or 1536-well 
plate microtiter plate, Column 8, lines 30-43). 

Regarding Claim 12, Webb teaches the device wherein the number of projections 
and microarray areas are the same (Fig. 3 and 6). The claim defines identical or 
different number of projections and microarray areas. The instantly claimed identical or 
different number encompasses any number of through holes per projection. Therefore, 
Webb anticipates the instantly claimed device. 
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Regarding Claim 13, Webb teaches the device wherein the projections and 
microarray areas have the same shapes i.e. the projections have the same shape and 
the microarray areas formed by the microtiter plate have the same shape (Column 8, 
lines 30-60, Column 10, lines 18-54 and Fig. 3 & 6). 

Regarding Claim 14, Webb teaches a gap area formed between the cover and 
substrate comprising the projections and microarray reaction areas wherein the gap Is 
1 75 |jm (Example 2, Column 20, lines 4-1 0). Hence, the projections are within the 
claimed range of 0.01 to 50mm. 

Regarding Claim 15, Webb teaches the device wherein the projections have a 
shape selected from square and circle (Fig. 2). 

Regarding Claim 16, Webb teaches the device wherein the surface of the 
projections has an area of 10-250 microns (Column 14, lines 63-65) which is within the 
claimed range of 0.01 to 600 mm^ 

Regarding Claim 17, Webb teaches the device wherein a gap comprising the 
projections and microarray reaction area is formed between the cover and substrate 
wherein the gap is 175 \im (Example 2, Column 20, lines 4-10) which is within the 
claimed range of 0.001 to 1 mm. 

Regarding Claim 18, Webb teaches the device wherein the reaction volume Is 9 
(Example 2, Table 4) which is within the claimed range of 0.01 to 600 mm^. 

Regarding Claim 19, Webb teaches the device wherein the substrate comprises 
glass, metal or plastic (Column 14, lines 33-55). 
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Regarding Claims 20-21 , Webb teaches the device wherein the cover comprises 
plastic (Column 14, lines 33-36). The reference further teaches injection molding 
(Column 1 3, lines 1 9-21 ). However, it is noted that, absent evidence to the contrary, 
the claimed process for making the cover does distinguish the cover made by another 
method. 

Regarding Claim 22, Webb teaches the cover comprises polypropylene or 
polystyrene (Column 13, lines 54-58). 

Regarding Claims 23-24, Webb teaches the device wherein the cover comprises 
glass (Column 1 3, lines 1 3-63). The reference further teaches that the projections are 
provided by sliced-array techniques (Column 9, lines 49-65). However, absent 
evidence to the contrary, the claimed process for making the cover does distinguish the 
cover made by another method. 

Regarding Claims 25-29, Webb teaches the device wherein the microarray 
reaction areas separated by annulus (Column 9, line 66-Column 10, line 17). but the 
reference is silent regarding double-sided tape. 

However, silicone/rubber chambers for forming reaction chambers were known to 
use adhesive tape (e.g. double-sided and/or compressable material treated for 
adhesion) for forming water-tight seals as taught by MacBeath (Column 8, lines 55-67 
and Column 1 7, lines 1 8-50). MacBeath teaches the device wherein the treated 
gaskets provide the chambers with a watertight seal between the gasket and the 
microarray thereby preventing cross-contamination between the wells/chambers 
(Column 6, line 53-Column 7, line 20). It would have been obvious to one of ordinary 
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skill in the art at the time the claimed invention was made to modify the silicone 
chamber of Webb by adding the double-sided tape adhesive of MacBeath. One of 
ordinary skill in the art would have been motivated to do so, with a reasonable 
expectation of success, for the benefit of providing a water-tight seal between the 
wells/chamber thereby preventing cross-contamination as taught by MacBeath (Column 
6, lines 53-67). 

Claims 26 and 28 define methods for making the enclosure by stamping. 
However, as noted above, the courts have stated that a process for making a device 
does not define the device over a prior art device made by another method. Therefore 
the instantly claimed stamping does not patentably distinguish the device. 

Regarding Claim 30, Webb teaches the device wherein a reactant (i.e. probe) is 
immobilized in the array area (Column 3, lines 4-23). 

Regarding Claim 55, Webb teaches a microarray device having a microarray 
area (6) and a cover (12) having a projection (3) wherein a microarray reaction space is 
formed between the chip and projection and wherein the volume of the reaction space is 
controllable by the height of the cover and projection (Column 3, lines 4-23, Column 12, 
line 60-Column 13, line 5 and Fig. 3A/B). 

Webb further teaches that a pre-formed seal is placed at the base of each 
column and/or the opening of each well and/or around the periphery of the multi-well 
plate (Column 9, line 66-Column 10, line 17). Webb illustrates the pre-formed seal (i.e. 
annulus (26/26a)) in figure 5. Webb further teaches the annulus prevents cross- 
contamination, minimizes evaporation and provides micro-environments and individual 
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temperature control (Column 1 0, lines 1 1 -1 7). The sealing enclosure of Webb appears 
to only differ from that claimed in that the reference teaches multiple seals forming the 
enclosure. That is, Webb uses a seal at the base of each column and/or the opening of 
each well and/or around the periphery of the multi-well plate (Column 9, line 66-Column 

10, line 17). 

However, single-piece construction of enclosures for a plurality of microarrays 
was well known in the art at the time the invention was made as taught by MacBeath. 

It is further noted that the courts have stated "that the use of a one piece 
construction instead of the structure disclosed in [the prior art] would be merely a matter 
of obvious engineering choice" (see In re Larson, 340 F.2d 965, 968, 144 USPQ 347, 
349 (CCPA 1965) MPEP § 2144.04). 

Therefore using a one-piece construction for multiple seals of Webb would have 
merely been a matter of obvious engineering choice especially based on the well known 
use of single-constructed enclosures as taught by MacBeath. 

Alternatively, Webb teaches the device provides micro-environments and 
individual temperature control (Column 1 0, lines 1 1 -1 7). Oldenburg teaches a device 
comprising a plurality of reaction spaces (Fig 1) and a cover having a plurality of 
projections (Fig. 2) wherein an enclosure (gasket 26) is attached to the reaction spaces 
and cover thereby providing individual temperature control of individual wells by 
application or removal of heat via the projections (Column 3, lines 1 1-30 and Column 4, 
lines 54-67). It would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to apply the cover and gasket of Oldenburg to the 
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device of Webb. One of ordinary skill in the art would have been motivate to do so for 
the expected benefit of providing means for controlling temperature within each reaction 
area as desired by Webb (Column 10, lines 11-17). 

Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

7. Claims 1 -30 and 55 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-25 of U.S. Patent No. 7,767,438. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because both sets of claims are drawn to a device comprising a cover 
having projections and a microarray chip wherein microarray areas are formed between 
the projections and chip. The claim sets differ in that the patent claims are further 
drawn to projections on the microarray chip in addition to the instantly claimed cover 
having projections. However, the additional projections of the patent are 
encompassed by the open claim language "comprising" of the instant claims. 
Therefore, the instantly claimed device is not patentably distinct from the '438 patent. 

Response to Arguments 

8. Applicant argues that Xing differs from the instantly claimed device because the 
reference does not teach the newly defined enclosure. 

The argument is not found persuasive because Xing teaches a device 
comprising, among other elements, "a supporting structure" and "a positioning 
structure". The patent defines the structures at Column 1 2, lines 7-1 0 as follows: 
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The supporting structure (3) and the positioning structure 
(4) can be used to control the relative positions between 
the plurality of projections on the microarray chip (1) and 
the cover (2) to form the numerous reaction spaces (8) with 
controllable thickness or volume . (emphasis added) 

Therefore the patent defines the claimed structures as forming reaction spaces 
as instantly claimed. 

Applicant argues that Webb does not teach an enclosure attached to the 
microarray chip to form a plurality of microarray areas. 

The argument has been considered but is not found persuasive. The newly 
defined enclosure, attached to the chip, forms a plurality of reaction areas. As noted 
above, Webb teaches seals (annulus 26/26a) forming micro-environments. Therefore, 
the enclosure of Webb is very similar to that claimed. Furthermore, gaskets forming a 
plurality of micro-environments were well known in the art as taught by MacBeath and 
Oldenburg. Therefore, it is the opinion of the examiner that the newly claimed 
enclosure is an obvious modification of the prior art as discussed above. 

Applicant argues that one of ordinary skill in the art would not have been 
motivated to combine the teachings of MacBeath with those of Webb because doing so 
would have rendered the intended purpose of Webb unsatisfactory. 

The argument has been considered but is not found persuasive. Applicant has 
not provided any reasoning for the asserted unsatisfactory modification. Furthermore, 
Webb is specifically interested in sealing individual wells/microarray reaction area. 
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Webb only appears to differ from the instantly claimed enclosure is that Webb seals 
each well while the instantly claimed enclosure seals a plurality of wells. However, as 
noted above, the courts have stated "that the use of a one piece construction instead of 
the structure disclosed in [the prior art] would be merely a matter of obvious engineering 
choice.". Hence, making the multiple seals of Webb would have been obvious. 
Furthermore, one piece construction of multi-well seals were well known and routinely 
used in the art as taught by MacBeath and Oldenburg. 

It is maintained that the combination of Webb and MacBeath is proper and that 
the instantly claimed device is an obvious combination of the prior art. 

Regarding the non-statutory double patenting rejection. Applicant argues that the 
patent does not teach the newly claimed attached enclosure forming a plurality of 
reaction areas. The argument is not found persuasive. The patent claims are drawn 
to, among other elements, "a supporting structure" and "a positioning structure". The 
patent specification defines the structures at Column 12, lines 7-10 as follows: 

The supporting structure (3) and the positioning structure 
(4) can be used to control the relative positions between 
the plurality of projections on the microarray chip (1) and 
the cover (2) to form the numerous reaction spaces (8) with 
controllable thickness or volume . (emphasis added) 



Therefore the patent defines the claimed structures as forming reaction spaces 
as instantly claimed. 
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It is maintained that the instantly claimed device is not patentably distinct from 
the patent. 

Conclusion 

9. No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741 . 
The examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave Nguyen can be reached on (571) 272-0731 . The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

BJ Forman 
Primary Examiner 
Art Unit 1634 

/BJ Forman/ 

Primary Examiner, Art Unit 1634 



